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DETAILED ACTION 

. The amendment filed 7/14/2003 has been entered. Following the entry of the amendment, 
claims 64-122 are pending. 


Request for Continued Examination 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after allowance or after an Office action under Ex 
Parte Quayle, 1935 Comm'r Dec. 1 1 (1935). Since this application is eligible for continued 
examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) has been timely paid, 
prosecution in this application has been reopened pursuant to 37 CFR 1.114. Applicant's 
submission filed on 6/6/2003 has been entered. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who has 
fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 37 1 (c) of this title before the invention thereof by the 
applicant for patent. 

3. Claims 64-122 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Spinella et al. (5,968,784, issued 10/19/1999). 
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Spinella et al. disclose a methods of making one or more cDNA molecules. The method 
comprises: 

(a) mixing one or more RNA molecules with (I) one or more polypeptides having reverse 
transcriptase activity and (ii) at least one primer-adapter nucleic acid molecule wherein the at 
least one primer-adapter nucleic acid molecule comprises one or more ligands and one or more 
cleavage sites, to form a mixture; 

(b) incubating the mixture under conditions sufficient to make one or more cDNA molecules, 
wherein one or more of the cDNA molecules comprise at least one primer-adapter nucleic acid 
molecule; 

(c) contacting one or more of the cDNA molecules with at least one hapten to produce one 
ore more hapten-cDNA molecule complexes and 

(d) inserting or ligation one ore more of the cDNA molecules into one or more vectors. 

The hapten is avidin or streptavidin (recited in claim 122). 

The cleavage site is the site of the restriction enzyme Notl producing a Noil sticky end. 
The vector has a Not I compatible end and a blunt end. 

The limitations as claimed are disclosed in the teachings of Spinella et al. as set forth 

below. 

The method of Spinella et al. involves preparing double-stranded cDNA from an mRNA 
using a primer, cleaving the double stranded cDNA with a first restriction site and inserting the 
cDNA inserts into cloning vector (See column 5, lines 40-55) , the primer is immobilized to a 
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biotin/avidin beads (See fig. 2) and linked at 5' end of oligo dT sequence to a cleavage site (See 
column 6, lines 5-11). The restriction site is restriction enzyme, Notl (See column 6, lines 22-23). 
Spinella et al. also disclose the oligo dT primer is biotinylated and then the biotinylated cDNA is 
bound to streptavidin beads to remove the rest of sequence (See column 4, lines 7-14) in the 
method of SAGE. 

Spinella et al. do not explicitly disclose that primer-adapter nucleic acid molecule 
comprises one or more ligands and one or more cleavage sites. However, the primer of Spinella 
et al. consists of an oligo dT sequence linked at the 5' end of the oligo dT to a cleavage site (See 
column 6, lines 5-11). It is inherent that the primer of Spinella et al. comprises one or more 
cleavage sites. The primer of Spinella et al. is immobilized to a biotin/avidin beads (See fig. 2). It 
is inherent that the primer comprises one ore more ligands. Therefore, the teachings of Spinella 
et al. anticipate the limitations of claims 64-122. 

Alternatively, one of ordinary skill in the art at the time of instant invention would have 
been motivated to use the method of Spinella et al. to making one or more cDNA molecules. 
Although the method of Spinella et al. do not involve forming a hapten-cDNA complex, using 
hapten as capturing ligand, other capturing ligands was well known in the art to remove the 
biological material which was not interested in the method, for example, streptavidin beads (See 
column 4, lines 7-14). In addition, Spinella et al. do not disclose that the vector has a blunt end. 
However, one of ordinary skill in the art would have been motivated to use the vector which has 
a blunt end to make one or more cDNA molecule because this was routine practice to choose a 
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blunt end vector for optimizing the condition for cloning. Thus, it would have been prima facies 
obvious to apply the method of Spinella et al. to make one or more cDNA molecules. 

Summary 

4. No claims are allowable. 

5. Any inquiries concerning this communication or earlier communications from the 
examiner should be directed to Joyce Tung whose telephone number is (703) 305-7112. The 
examiner can normally be reached on Monday-Friday from 8:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached at (703) 308-11 19 on Monday-Friday from 10:00 AM- 
6:00 PM. 

Any inquiries of a general nature or relating to the status of this application should be 
directed to the Chemical/Matrix receptionist whose telephone number is (703) 308-0196. 

6. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Art Unit 1637 via the PTO Fax Center located in Crystal 
Mall 1 using (703) 305-3014 or 308-4242. The faxing of such papers must conform with the 
notice published in the Official Gazette, 1096 OG 30 (November 15, 1989). 

Joyce Tung 

( 

September 1 7, 2003 




